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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 3-10, 12-19 and 21-26 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Verdun (5805833). 

Regarding claims 1, 10 and 19, Verdun discloses [see Fig. 3] a switchable probe board 
(unit interface 150) for probing a parallel bus (bus 165) comprising: a connector (connector 65) 
adapted to connect into said parallel bus (165); a plurality of signal paths (pin connectors 255) 
corresponding to individual signals of said parallel bus (165), each of said plurality of signal 
paths (255) having a passive filter, and an adjustable filter circuit, said plurality of signal paths 
(255) being electrically communicated to said connector (65); a switch matrix (I/O port 85) 
connected to each of said plurality of signal paths (255) and having at least one output; and a 
controller (computer system 15) adapted to configure said switch matrix (85) to connect one of 
said plurality of signal paths (255) to said at least one output, said controller (15) having an 
input; wherein said switchable probe board (150) is a single printed circuit board. 

Regarding claims 3, 12 and 21, Verdun discloses said controller (15) comprises a 
microprocessor (processor 180) programmable to cause said switch matrix (85) to sequentially 
switch a predetermined set of said plurality of signal paths (255) to said at least one output. 
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Regarding claims 4, 13 and 22, Verdun discloses said controller (15) is adapted to 
communicate on a second communications bus (165). 

Regarding claims 5, 14 and 23, Verdun discloses said controller (15) is adapted to be 
programmed by a second device communicating (PCI bridge 195) over said second 
communications bus (165). 

Regarding claims 6, 15 and 24, Verdun discloses said adjustable filter circuit [via signal 
path 255] is adapted to receive a training pattern of signals on said parallel bus (165) and setting 
said adjustable filter circuit to a skew value based on said training pattern. 

Regarding claims 7-8, 16-17 and 25-26, Verdun discloses said parallel bus is a PCI or 
SCSI bus. 

Regarding claims 9, 18 and 27, Verdun discloses mounting hardware (expansion side 
160) adapted to simulate the mounting hardware of a disk drive. 

Conclusion 

The examiner will like to note in claims 1, 4-6, 9-10, 13-15, 18, 22-24 and 26 the 
limitation "adapted to" is not considered as a positive limitation since it has been held that the 
recitation that an element is "adapted to" perform only requires the ability to so perform and it 
does not limit a claim to a particular structure and it does not limit the scope of a claim or claim 
limitation. 

3 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. McCombs (5778194), Cepulis et al (6061754), Klein (631 1245), Richmond et al 
(6562636, 6682945) and Reed et al (6832339) disclose a method and apparatus for measuring a 
performance of a particular bus. 
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4. Claims 2, 1 1 and 20 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

5. The following is a statement of reasons for the indication of allowable subject matter: 
regarding claims 2, 1 1 and 20, the reason for the allowance of the claims is due to a switchable 
probe board comprising a controller comprises dip switches. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jermele M. Hollington whose telephone number is (571) 272- 
1960. The examiner can normally be reached on M-F (9:00-4:30 EST) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nestor Ramirez can be reached on (517) 272-2034. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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